6 




Patent AND trademark Office 

^ " 




Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box I 450 
, - ■ Alexandria, VA z23I3-i4SO 
- ' wyvw.ujpto.gov 

itice of Non-Compliant Amendment (37 CFR 1.121) 

The amendment document filed on is considered noti-compliant because it lias failed to meet the require tiients of 

37 CFR 1.121. In order for the amendment document to be compliant, correction of the following item{s) is required. Only the 
corrected section of the non-compliant amendment document must be resubmitted (in its entirety), e.g., the entire 
Amendments to the claims" section of applicant's amendment document must be re-submitted. 37 CFR 1.12i(h). 

THE FOLLOWING CHECKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLiANT: 
li 1 . Amendments to the specification: 

A. Amended paragraph(s) do not include markings. 

B. New paragraph(s) should not be underlined. 

C. Other 




□ 



2, Abstract: 

D A. Not presented on a separate sheet. 37 CFR 1 .72. 
□ B. Other 



□ 



3. Amendments to the drawings: 



4. Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

\pK B. The hsting of claims does not include the text of all pending claims (including withdrawn claims) 
^1/ C. Each claim has not been provided with the proper status identifier, and as such, the individual status of each 
claim cannot be identified. Note: the status of every claim must be indicated after its claim number by using 
one of the following 7 status identifiers: (Original), (Currently amended), (Canceled), (Withdrawn), (Previously 
presented), (New) and (Not entered). 
D D. The claims of this amendment paper have not been presented in ascending numerical order. 

□ E. Other: " 



For further explanation of the amendment format required by 37 CFR 1.121, see MPEP Sec. 714 and the USPTO website at 
hup://ww\v.uspto.gov/web./offices/pac/dapp/opia/^preogaotice/officeflver.pd{ . 

If the non-compliant amendment is a PRELIMINARY AMENDMENT, applicant is given ONE MONTH from the mail date of 

this letter to supply the corrected section which compHes with 37 CFR 1.121. Failure to comply with 37 CFR 1.121 will result in 
non-entry of the preUminary amendment and examination on the merits will commence without consideration of the proposed 
changes in the prehminary amendment(s). This notice is not an action under 35 U.S.C. 132, and this ONE MONTH time limit 
is not extendable. 

^Jjbf the non-compliant amendment is a reply to a NON-FINAL OFFICE ACTION (including a submission for an RCE), and 
' since the amendment appears to be a bona fide attempt to be a reply (37 CFR 1 .135(c)), applicant is given a TIME PERIOD of 
ONE MONTH from the mailing of this notice within which to re-submit the corrected section which complies with 37 CFR 1.121 
in order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD ARE AVAILABLE UNDER 37 CFR 1.136(a). 



If the amendment is a reply to a FINAL REJECTION, this form may be an attachment to an Advisory Action. The period for 
response to a final rejection continues to run from the date set in the final rejection , and is not affected by the non-compliant 
itus of the amendment. 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, msy e reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

' If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply v\^ill, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to communication(s) filed on 15 April 2004 , 
2a)n This action is FINAL. 2b)l^ This action is non-final. 

3) D Since this application is in condition for allowance except for fomnai matters, prosecution as to the merits is 

closed in accordance with the practice under £x pa/te Quay/e, 1935 CD, 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1:S is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed, 

6) 13 Claim(s) 1-9 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d), 

1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)"(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Peper No(s)/Mail Date . 



4) 0 Inten^lew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PT0-1S2) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 
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Application/Control Number: 10/605,559 
Art Unit: 1751 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
hi the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
mtemational appUcation filed under the treaty defined m section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty m the English language. 

(e) the mvention was described in a patent granted on an application for patent by another filed in the United 

States before the invention thereof by the applicant for patent, or on an international application by another who 
has ftilfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the uivention 
thereof by the appUcant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 
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Prior to examination the examiner would like to provide a working definition for the term 
"surfactant." A surfactant is a compound that reduces the surface tension of the diluent. The 
teim surfactant is an abbreviated version of the phrase "surface active agent." As such the 
examiner will read the appHcant*s term "surfactant" broadly as to include any compound which 
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reduces the surface tension of water. These would include partially soluble solvents as explained 
in the rejections below. It is therefore suggested that the applicant limit this term either by 
properties such as molecular weight or by functional groups. The broad use of the term 
surfactant will include literally billions of organic compounds including many partially soluble 
alcohols, glycols, and glycol ethers. 

It should also be noted that water has a surface tension just over 70 mN/m at room 
ten^erature. Any reduction in this value by the addition of any confound would mean that 
compound would be a surface active agent. 

Claiml-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Vitomir (US 
6,130,192). 

Vitomir teaches in table 1 compositions containing 9.9% benzyl alcohol (28 mN/m), 
dimethyl sulfoxide (surface tension=43 mN/m), and 48.7% dipropylene glycol methyl ether (29 
mN/m). 

Conceming the method of immersion, Vitomir teaches the following: 
Methods of applying the stripper include, but are not limited to, spraying, 
soaking, immersing, brushing, and the Uke. Preferably, the substrate to 
be stripped is sprayed with the stripper composition of the present 
invention, (see col. 4, lines 39-42) 

Concerning the method of stripping, Vitomir teaches the following: 
The paint stripper compositions of Examples 1 -4 removed the paint from the 
green and blue panels without clouding or hazing the plexiglass substrate, 
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while the paint stripper composition of Comparative Example 1 A resulted in 
clouding of the plexiglass substrate. All of the paint stripper 
con^DOsitions removed the paint from the red panels, but left the 
plexiglass opaque. The inventor theorizes that the solvent of the red 
grafitti paint damaged the substrate upon appUcation of the paint and, 
therefore, the plexiglass substrate appeared opaque even when stripped 
with one of the paint stripper compositions of the present invention. (see col. 5, lines 55-67) 
Concerning the preferred surfactants, Vitomir teaches the following: 
Suitable surfactants include, but are not limited to, cationic surfactants, 
anionic surfactants, zwitterionic surfactants, amphoteric surfactants, 
nonionic surfactants, and any combination of any of the foregoing. The 
surfactant enhances the water rinseability of the paint stripper 
composition and residue from the substrate after the paint stripping has 
occurred. The surfactant also acts as a cleaning agent on the substrate. 
Preferably, the surfactant foams when rinsing the substrate after 
appUcation of the composition of the present invention. Foaming enhances 
penetration of the composition into the substrate resulting in more 
effective removal of paint and coating residues as well as dirt. Preferred 

* 

» 

surfactants include, but are not limited to, nonionic surfactants, such as 
alcohol ethoxylate, nonyl phenol ethoxylate, and any combination of the 
foregoing. More preferably, the sxirfactant is alcohol ethoxylate. The 
composition typically comprises a cleaning effective amount of surfactant. 
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Preferably, the con^osition comprises from about 0. 1 to about 3% by weight 

I 

and more preferably from about 0.5 to about 1 .5% by weight of surfactant 
based upon 100% weight of total composition. (see col. 3) 

ft 

Concerning the prefeired additives and the preferred substrate, Vitomir teaches the following: 
Examples of suitable substrates include, but are not limited to, polymeric 
substrates and coatings, including, but not limited to, plastics, such as 
polycarbonates, polyurethanes, and polyacrylates and in particular 
plexiglass; concrete; masonry; wood; and glass. (see col. 4, lines 33-38) 

Claiml-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Miles (US 6,296,718). 
Miles teaches compositions containing 1-95% fatty acid and 1-95% surfactant (see col. 

2). 

Concerning the high temperature conditions and the preferred time frame, Miles teaches 
the following: 

The inventor discovered improved methods to chemically strip reject painted 
production parts. This method is more environmentally desirable than past 
art paint strip methods. This invention is 99% free of volatile organic 
conpounds and is considered to be non-corrosive, non-caustic, non-acid, 
non-abrasive, non-solvent and non-regulated with the department of 
transportation. The invention has demonstrated excellent paint removal on 
steel, aluminum, brass, zinc galvanized, zinc die-cast and plated 

■ 

substrates. The invention will not alter metal surfaces that can sustain 
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300 F. temperature from 1 to 3 hours immersion time. The composition 
effectively removes all current paint technologies including, not limited 
to the following: Electro deposition (E-Coat), Powder Technologies, 
Solvent and Water Based Enamels, Urethanes, Epoxy, Clear Coat 
Technologies. The method or process of use requires a ventilated immersion 
hot strip tank capable of 300 degrees Fahrenheit with adequate agitation. 
The composition is used as received, with no water or additives required. 
The invention is a unique composition that exhibits 99% free of volatile 
organic confounds, and is safe on aluminum, galvanized, steel and 
non-ferrous substrates. (see cols. 1-2) 

Concerning the method of immersion, Miles teaches the following: 
b) immersing said substrate in said strip tank containing said stripping 
cortq)Osition; and(see claim 1) 

Conceming the method of stripping and the preferred substrate, Miles teaches the 
following: 

1 . A method of stripping cured paint from aluminum, galvanized steel, steel 
and non-ferrous substrates comprising: (see claim 1) 

Claiml-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Sullivan (US 5,01 1,621). 

Sullivan teaches con^ositions containing 20-80% N-methyl pyrrolidone (solvent 
surfactant with a surface tension of 40 mN/m). 

Conceming the high temperatxu-e conditions, Sullivan teaches the following: 
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15. The method of claim 14 wherein the substrate and coating remover 
composition are allowed to remain in contact at a temperature within the 
range of about 20.degree. C. to 200. degree. C,(see claim 15) 
Concerning the method of immersion, Sullivan teaches the following: 
The compositions of this invention may be used to remove a wide variety of 
paints, finishes, and coatings, including, for example, alkyd enamels, 
acrylic enamels, polyesters, polyurethanes, epoxy resin coatings, latex 
paints, oil-base paints, shellacs, phenolic coatings, gum varnishes, 
silicone coatings, polyvinyls, polyvinyl cinnamates, polyamides, 
polyimides, polyalkyl acrylates, polyalkyl methacrylates, drying oils, 

t 

polyvinyl acrylates, and cellulosic resins. The substrate may be of any 
material that is reasonably resistant to the coating remover, such as 
wood, glass, thermoset resin, thermoplastic resin, or metal (e.g, aluminum 
alloys, zinc alloys, or galvanized steel). The coated substrate may be 
treated with the coating remover by any suitable method, including 
brushing, spraying, or immersion. The treatment is most conveniently 
carried out at ambient temperature, but Uft time may be shortened as 
desired by heating the coating remover and/or substrate. Temperatures of 
from about 20.degree. C. to 200.degree. C. are generally suitable. Lift 
time (i.e., the time at which the coating is released from the substrate) 
will typically be from about 1 minute to 60 minutes using the compositions 
of this invention. In some cases, actual lifting of the paint may not 
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* 

occur within 60 minutes, but the softened coating may usually be easily 
scraped off the substrate. After hfting, the coating and paint remover 
composition are removed from the substrate by any suitable means, such as 
mechanical action (i.e., scraping or sanding) or by rinsing with high 
pressure water or air. (see cols. 5-6) 



Concerning the preferred surfactants, Sullivan teaches the following: 
A second optional component in the coating remover compositions of the 
invention is a surfactant, soap, or detergent, which may be present in 
order to improve wetting of the coating to be removed and hasten 
penetration of the active components, and/or to facilitate water rinsing 
and water clean-up of the substrate after removal of the coating. Anionic, 
cationic, nonionic, or amphoteric surfactants or combinations thereof may 
be utilized. Preferred surfactants include, but are not limited to, 
polyoxyethylene derivatives of aromatic and aliphatic alcohols, (e.g., 
nonyl phenoxy polyoxyethylene ethanol), alkali metal salts of C.sub.8 to 
C.sub.22 aliphatic sulfates, (e.g., sodium lauryl sulfate), alkali metal 



salts of alkyl aromatic sulfonates (e.g., sodium dodecyl benzene 



sulfonat^dialkyl sulfosuccinates (e.g., dioctyl sulfosuccinate), and 
the like, and mixtures thereof Examples of other suitable surfactants are 
described in Cahn et al., ''Surfactants and Detersive Systems", 
Kirk-Othmer, Encyclopedia of Chemical Technology, 3rd Ed., (1983) Vol. 22, 
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pp. 332-432, and also in McCutcheon's Emulsifiers and Detergents, 1989 
North American Ed., pp. 260-284. The concentration of surfactant is not 
critical, but is preferably from about 0, 1 to 1 0 weight percent of the 
coating remover composition. A particularly preferred range is from about 
1 to 5 weight percent.(see cols. 4-5) 

Concerning the preferred additives, Sullivan teaches the following: 
(c) from 0 to about 50 weight percent of a cosolvent selected from the 
group consisting of one or more of aliphatic and aromatic hydrocarbons, 
terpenes, alcohols, glycols, carboxylic acids, aminoalcohols, nitriles, 
ethers, ketones, esters, glycol ethers, and glycol ether esters;(see claim 1) 

Conceming the preferred substrate, Sullivan teaches the following: 
Each of the solvent blends tested was capable of lifting a coat of alkyd 
paint from aluminum within about 4 minutes, and a coat of epoxy-polyamide 
paint from aluminum within 15 minutes.(see col. 6, lines 37-40) 

Conceming the preferred time frame, SuUivan teaches the following: 
Lift times in the case of stripping multiple coating layers from wood 
ranged from about 20 minutes to 2 hours. Even in the examples where actual 
hfting of the coating was not achieved, the softened coating could be 
easily removed by scraping, (see col. 6, lines 53-57) 



Conclusion 



» 
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The applicant's claims would be more likely to be allowable should the applicant more 



and methods. The applicant's list of suitable surfactants in claim 1 section a) currently does not 
significantly limit the claim as the first compound in the Markush group defining the surfactant 
is a surfactant. Should the appUcant more clearly and specifically define suitable surfactant 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory E. Webb whose telephone number is 571-272-1325. 
The examiner can nomoally be reached on 9:00-17:30 (m-f). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Yogendra Gupta can be reached on 571-272-1316. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questioiis on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



clearly and more succinctly define the most preferred surfactants suitable for their composition 




which are not taught in the prior art such claims would be allowable. 




Gregory E. Webb 
Primary Examiner 
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